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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 10-15,19-20 are rejected under 35 U.S.C. 103 (a) as being 
unpatentable over Landry et al (2004/0147928) in view of Whitman et al. (6,517,565). 

With respect to claims 1,10, Landry et al disclose a device for guiding an 
implant to a location adjacent a bone anchor comprising: a guide member (100) 
including a connecting portion (104) and a guiding portion (102), wherein with the 
connecting portion adjacent the bone anchor said guiding portion extends proximally 
from the connecting portion and is adapted to receive the implant wherein the guiding 
portion is flexible, the connecting portion includes a body comprising a tapered portion 
forming a substantially uniform transition between the anchor and the guiding portion; 
as set forth in page 3, para [0051-0057], page 4, para [0063], para [0070], page 7, para 
[01 00-01 01 ], page 9, para [01 1 2-01 1 5] and as set forth in the claims ; and as best seen 
in FIGS. 1-27. 

It is noted that Laundry did not teach of a guiding portion positionable between 
an untaut configuration and a taut configuration; as claimed by applicant. However, in 
similar art, Whitman et al, column 5, lines 4-27, FIG.3, evidence the use of a shaft 
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portion that is flexible and positionable between an untaut configuration and a taut 
configuration such that the operator steers the flexible shaft portion as desired. 

Therefore, given the teaching of Whitman et al, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the 
device of Landry et al; as taught by Whitman et al to allow the operator to steer the 
flexible shaft portion as desired. 

With respect to the above claims, it is noted that Landry et al discloses all the 
limitations, except for a connecting portion including a pair of extensions to releasably 
engage with the bone anchor; as claimed by applicant. However, in a similar art, 
Whitman et al, FIG. 3, column 6, lines 38-67, evidence the use of an insertion instrument 
with a pair of extensions to releasably fasten and secure an implant. 

Therefore, given the teaching of Whitman et al, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the 
device of Landry et al, as taught by Whitman et al to releasably fasten and secure an 
anchor. 

With respect to claims 2-6, 11-15, 19, 20, the above combination of references 
teaches all the limitations; as set forth in page 3, para [0051-0057], page 4, para [0063], 
para [0070], page 7, para [0100-0101], page 9, para [0112-0115] and as set forth in the 
claims; and as best seen in FIGS. 1-27 of Laundry et al; and as set forth in column 5, 
lines 4-27, column 6, lines 38-67; and as best seen in FIG.3 of Whitman et al. 
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Claims 7-9, 16-18, 68-79 are rejected under 35 U.S.C. 103 (a) as being 
unpatentable over Landry et al (2004/0147928) in view of Whitman et al. (6,517,565) in 
view of Beale et al. (6,440,133). 

It is noted that the above combination of references teaches all the limitations, 
except for distal extensions each includes an engagement portion extending therefrom 
engageable with the bone anchor, the engagement portion each projects laterally from 
the respective distal extension, wherein the distal extension are deflectable toward one 
another for insertion into the bone anchor and biased toward a pre-insertion orientation 
to facilitate the engagement portion engaging the bone anchor; as claimed by applicant. 
However, in similar art, Beale et al evidence the use of distal extensions each includes 
an engagement portion (94e,f; 96ef) and as best seen in FIGS. 6, 9; extending therefrom 
engageable with the bone anchor, the engagement portion each projects laterally from 
the respective distal extension, wherein the distal extension are deflectable toward one 
another for insertion into the bone anchor and biased toward a pre-insertion orientation 
to facilitate the engagement portion engaging the bone anchor such that the extensions 
can be squeeze to hold the bone anchor and release to move apart from each other 
and release the bone anchor and with the engagement portions inserted into 
indentations in the bone anchor. 

Therefore, given the teaching of Beale et al., it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the device of 
Landry/ Whitman et al, as taught by Beale et al., such that the extensions can be 
squeeze to hold the bone anchor and release to move apart from each other and 
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release the bone anchor and with the engagement portions inserted into indentations in 
the bone anchor. 

Response to Amendment 

Applicant's arguments filed 12/12/07 have been fully considered but they are not 
persuasive. In response to applicant's argument that "whitman is non-analogous art that 
cannot be fairly used in the asserted obviousness rejection", is nonanalogous art, it has 
been held that a prior art reference must either be in the field of applicant's endeavor or, 
if not, then be reasonably pertinent to the particular problem with which the applicant 
was concerned, in order to be relied upon as a basis for rejection of the claimed 
invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this 
case, The question is not whether the combination was obvious to the applicant but 
whether the combination was obvious to a person of ordinary skill in the art. Given the 
problem to be solved, under the correct analysis, any need or problem known in the 
field and addressed by the patents can provide a reason for combining the elements in 
the manner claimed, it is common sense that familiar items may have obvious uses 
beyond their primary purposes, and a person of Ordinary skill often will be able to fit the 
teachings of multiple patents together like a piece of a puzzle .Regardless of Whitman 
primary purpose, it provide an obvious example of a shaft portion that is flexible and 
positionable between an untaut configuration and a taut configuration such that the 
operator steers the flexible shaft portion as desired, and the prior art was replete with 
patents indicating that such a shaft portion was ideal for a medical device. In addition, 
where there is a design need or market pressure to solve a problem, and there are 
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infinite number of identified, predictable solutions, a person of ordinary skill in the art 
has good reason to pursue the known options within his or her technical grasp. 

The argument that those of skill in the art would not modify the guide member 
100 to arrive at the invention of claims 1 and 10; i.e., to include a guiding portion 
positionable between an untaut and taut configuration, is not found to be persuasive. In 
para [0052], Landry et al disclose that "In some embodiments, stiffer sections of flexible 
member 100, such engagement section 102, may allow for small alignment variability 
proximate a threaded member. Therefore, Landry et al discloses that the guiding 
element could be stiff and at the same time flexible and also allow for some small 
alignment variability. Whitman et al disclose that guiding shaft could have a taut and 
untaut configuration to steer (allowing some small alignment variability) the flexible shaft 
as desired. Therefore, combining the references would have been obvious to one 
having ordinary skill in the art. 

Conclusion 

A shortened statutory period for reply to this action is set to expire THREE 
MONTHS from the mailing date of this action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro Philogene whose telephone number is (571 ) 272- 
4716. The examiner can normally be reached on Monday to Friday 6:30 AM to 4:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272 - 4719. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pedro Philogene/ 

Primary Examiner, Art Unit 3733 

March 7, 2008 



